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DETAILED ACTION 

CONTINUED EXAMINATION UNDER 37 CFR 1.114 

1 . A request for continued examination under 37 CFR 1.114, including the 
fee set forth in 37 CFR 1 .17(e), was filed in this application after final rejection. 
Since this application is eligible for continued examination under 37 CFR 1.114, 
and the fee set forth in 37 CFR 1 .17(e) has been timely paid, the finality of the 
previous Office action has been withdrawn pursuant to 37 CFR 1.114. 
Applicant's submission filed on 02/07/2007 has been entered. 

RESPONSE TO ARGUMENTS 

2. Applicant's arguments with respect to claims 1-13 have been considered 
but are moot in view of the new ground(s) of rejection. Applicant's arguments 
filed 02/07/2007 with respect to claims 14-16 have been fully considered but they 
are not persuasive. Currently claims 1-16 are pending for examination. 

3. In responding to applicant's arguments regarding the independent claim 
14 rejected under 35 U.S.C. 103(a) that the combination of references failed to 
teach/suggest every claimed limitations, as stated on page 1 1 . Applicant's 
arguments have fully been considered, but are not found to be persuasive. 

It appears that the applicant is applying the argument for the rejection of 
independent claim 1 towards independent claim 14, as applicant appears to 
stated that the independent claim 14 is rejected by Utsunomiya in view of 
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Terajima (Remarks, p. 1 1 , 2 nd paragraph); on the contrary, the rejection is based 
on Utsunomiva in view of Kisaki , and further in view of Terajima . Further more, it 
is unclear to the examiner as to where in the preceding office action the examiner 
acknowledges that Terajima and Utsunomiva fail to disclose a controller as 
recited in claim 14. More specifically, the examiner relies on Terajima for the 
teaching associated with storing data in either the expansion memory or work 
memory based on the detection of the expansion memory, as Terajima teaches a 
facsimile apparatus with a printing function comprising: 

a sensor (Fig. 1 , ref. 119) utilized for detecting whether or not a external 
memory (Fig. 1, ref. 109) (e.g. expansion memory) is coupled to the control unit 
(Fig. 1 and col. 3, 1.1 1 to col. 4, 1. 14); and 

a controller (Fig. 1 , ref. 101) that selects the storing of the received 
communication data in an internal RAM processing memory (Fig. 1, ref. 115) 
(e.g. work memory) if the sensor does not detect the presence of the external 
memory (e.g. expansion memory) (col. 4, II. 14-20) and if the external memory is 
detected to be present, the received communication data is to be stored in the 
external memory (col. 3, I. 62 to col. 4, 1. 4). 

4. In responding to applicant's arguments for claims 14-16, the examiner will 
maintain position and the current rejection for claims 14-16. 
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I. INFORMATION CONCERNING OATH/DECLARATION 

Oath/Declaration 

5. The applicant's oath/declaration has been reviewed by the examiner and 
is found to conform to the requirements prescribed in 37 C.F.R. 1.63. 

II. INFORMATION CONCERNING DRAWINGS 

Drawings 

6. The applicant's drawings submitted are acceptable for examination 
purposes. 

III. OBJECTIONS TO THE CLAIMS 

Claim Objections 

7. Claims 1, 2 and 5 are objected to because of the following informalities: 
in claim 1 , line 4, "said processed job data" should be replace with -said 

processed job image data-; 

in claim 1 , line 1 1 , "the processed job data" should be replace with -the 
processed job image data-; 

in claim 2, line 5, "the job image data" should be replace with -the input job 
image data-; and 

in claim 5, line 4, "the input job data" should be replace with -the input job 
image data-. 

Appropriate correction is required. 
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IV. REJECTIONS BASED ON PRIOR ART 

Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for 
all obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described 
as set forth in section 102 of this title, if the differences between the subject matter sought to 
be patented and the prior art are such that the subject matter as a whole would have been 
obvious at the time the invention was made to a person having ordinary skill in the art to which 
said subject matter pertains. Patentability shall not be negatived by the manner in which the 
invention was made. 

8. Claims 1-16 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Utsunomiva (US Patent 6,999,186) in view of Kisaki (US Pub.: 
2003/0035142), and further in view of Teraiima (US Patent 5,309,251). 

9. As per claims 1 and 8, Utsunomiva teaches a data outputting printer, 
comprising: 

a receiving unit (input/output module 3000 of Fig. 3) that receives print 

jobs; 

a processing memory (Fig. 2, ref. 1037 and Fig. 3, ref. 1037, 3008, 3009) 
that processes (i.e. processes by converting job image data to raster images) 
input job image data (image data) for print jobs received by said receiving unit 
(Fig. 3 and col. 5, II. 40-67); 

an output unit (printer 1030 of Fig. 3) that, after processing of the job 
image data sent to said processing memory, outputs (e.g. prints) said processed 
job image data during a first output session (col. 8, II. 28-40), wherein the first 
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output session is resulted from either the implementing the multiple-copy print or 
the single-copy print as the first copy is printed on the printer; 

a mounting unit for mounting an expansion memory (external memory 
1043 of Fig. 2-3) used for image data storage (Fig. 3, ref. 1043, 3011, 3013), 
wherein the hard drive is mounted as external memory for storing print data (col. 
5, II. 5-16); and 

a controller (printer controller 1031 and memory controller 1044 of Fig. 2) 
that, when said job image data is to be output multiple times (e.g. multiple-copy 
print) (col. 5, II. 5-32; col. 6, II. 20-44 and col. 8, II. 28-40), 

stores the job image data in a storage destination memory (e.g. 
either the internal memory RAM 1 037 or the external hard disk 1 043 of 
Fig. 2-3) for a second output session and beyond (col. 5, 1. 40 to col. 6, 1. 
44), wherein the job image data is stored in either the internal memory 
RAM or the external hard disk for printing the first copy, the second copy 
and beyond, and 

reads out said job image data from the storage destination memory 
and performs output for the second output session onward using the 
output unit (col. 5, 1. 40 to col. 6, 1. 44), as the stored job image data is 
read out from the corresponding storage destination memory and printed 
by the printer. 

Utsunomiya does not teach the data outputting printer, comprising: 
a detection unit that detects whether or not the expansion memory is 
mounted to said mounting unit; and 
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the controller that, 

selects, one of a first storage and second storage destination 
memories for storing the image data of the second output session and 
beyond based on the detection of said detection unit; such that, 

if the expansion memory is mounted, stores the processed job 
image data in the first storage destination memory for the second output 
session and beyond, and 

if the expansion memory is not mounted, stores the input job image 
data in the second storage destination memory for the second output 
session and beyond; and 

reads out said job image data from the selected storage destination 
memory and executes printing for the second copy onward via said output 
(printer) unit. 

Kizaki teaches an image forming apparatus such as a digital copier, a 
facsimile machine, a printer, and a scanner ([0002]) comprising a data 
input/output control unit (Fig. 6, ref. 600) implementing multiple copies as a first 
copy is stored in and output from a primary memory device (semiconductor 
memory) (Fig. 6, ref. 606) and a second and following copies are stored in and 
output from the secondary memory device (hard disk drive: HDD) (Fig. 6, ref. 
607) ([0117j-[0118]); 

Utsunomiva and Kizaki are analogous art because they are from same 
field of endeavor as both are associated with printing of data via a printer. 
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It would have been obvious to one of ordinary skill in this art, at the time of 
invention was made to include Kizaki 's printing of the first copy from the primary 
memory device and the second and following copy from the secondary memory 
device into Utsunomiva 's printer The resulting combination of the references 
further teaches the data outputting printer, comprising: 

the controller that, 

prints out the first copy from the primary memory device (e.g. the second 
storage destination memory) as the (job) image data is stored in the primary 
memory device and is outputted via the printer unit; and 

prints out the second and following copies from the secondary memory 
device (e.g. first storage destination memory) as the (job) image data is to be 
stored in the secondary memory device for the second and following copies and 
is outputted via the printer unit. 

The suggestion/motivation for doing so would have been for the benefit of 
providing efficient transfer of image data concerning the primary memory device 
while using the second memory device having a larger volume as image memory 
(Kizaki, [0014]). 

Therefore, it would have been obvious to combine Kizaki with Utsunomiya 
for the benefit of providing efficient transfer of image data concerning the primary 
memory device while using the second memory device having a larger volume as 
image memory to obtain the invention as specified in claims 1 and 8. 
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Teraiima teaches a facsimile apparatus with a printing function 
comprising: 

a sensor (Fig. 1 , ref. 119) utilized for detecting whether or not a external 
memory (Fig. 1, ref. 109) is coupled to the control unit (Fig. 1 and col. 3, 1. 11 to 
col. 4, 1. 14); and 

a controller (Fig. 1 , ref. 101) that selects the storing of the received 
communication data in an internal RAM processing memory (Fig. 1, ref. 115) if 
the sensor does not detect the presence of the external memory (col. 4, II. 14-20) 
and if the external memory is detected to be present, the received 
communication data is to be stored in the external memory (col. 3, 1. 62 to col. 4, 
I. 4), and prints the received communication data from either the internal RAM 
processing memory or the external memory, depending where it was stored 
earlier (col. 4, II. 47-64). 

Utsunomiva and Teraiima are analogous art because they are from same 
field of endeavor as both are associated with the function of printing data. 

It would have been obvious to one of ordinary skill in this art, at the time of 
invention was made to include Teraiima 's sensor into Utsunomiva and Kizaki 's 
printer. The resulting combination of the references further teaches data 
outputting printer, comprising: 

the sensor (i.e. detection unit) utilized for detecting whether or not the 
external memory (i.e. expansion memory) has been mounted to said mounting 
unit; and 
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the controller selecting to store image data in either the primary memory 
device or the secondary memory device for the second output session and 
beyond based on the sensor's detection, such that, 

if the sensor detects that the external memory is mounted, prints 
out the first copy from the primary memory device (e.g. second storage 
destination memory) as the image data is stored in the primary memory 
device, and stores the image data in the primary memory device into the 
secondary memory device (e.g. first storage destination memory) for 
implementing the print out of the second and following copies from the 
secondary memory device; and 

if the sensor detects that the external memory is not mounted, 
stores the input (job) image into the primary memory (e.g. second storage 
destination memory) and prints out the second and following copies 
utilizing the image data stored in the primary memory (e.g. second storage 
destination memory); and 

therefore, printing (e.g. reads out) the (job) image data from the 
selected storage destination memory and executes printing for the second 
copy onward via the printer unit. 

The suggestion/motivation for doing so would have been for the benefit of 
ensuring that the external memory is properly connected before data transferring 
increasing the data transferring integrity ( Teraiima , col. 5, II. 3-9), and further 
more, also provide the benefit of reducing the cost of the printer as memory is 
saved ( Teraiima , col. 1, 1. 52 to col. 2, 1. 5). 
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Therefore, it would have been obvious to combine Teraiima with 
Utsunomiva and Kizaki for the benefit of ensuring that the external memory is 
properly connected before data transferring increasing the data transferring 
integrity, and further more, also provide the benefit of reducing the cost of the 
printer as memory is saved to obtain the invention as specified in claims 1 and 8. 

10. As per claim 2, Utsunomiva , Kizaki and Teraiima teach all the limitations 
of claim 1 as discussed above, where Teraiima further teaches the data 
outputting printer comprising wherein when said detection unit detects that the 
expansion memory is mounted, said controller stores the processed job image 
data used for said second output session onward in said expansion memory (i.e. 
external memory), and when said detection unit detects that the expansion 
memory is not mounted, said controller stores the processed job image data 
used for said second output session onward in said processing memory (i.e. 
internal RAM) ( Teraiima , Fig. 3 and col. 3, 1. 1 1 to col. 4, 1. 14), wherein the job 
image data is stored into the external memory only if the sensor detects the 
presence of the external memory, if the external memory is not present, the job 
image data is stored in the internal RAM. 

11. As per claim 3, Utsunomiva , Kizaki and Terajima teach all the limitations 
of claim 2 as discussed above, where Utsunomiva and Teraiima further teach the 
data outputting printer comprising wherein if it is detected by said detection unit 
that the expansion memory is mounted, said controller outputs the job image 
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data processed in said processing memory as is for the first output session 
( Utsunomiva , Fig. 2-3 and Teraiima , col. 3, I. 1 1 to col. 4, 1. 14), wherein the 
communication result is first stored in the RAM (processing memory) then later 
transferred to the external memory and prior to printing, if the external memory is 
removed, the data is printed from the RAM. 

12. As per claim 4, Utsunomiva , Kizaki and Teraiima teach all the limitations 
of claim 1 as discussed above, where Teraiima further teaches the data 
outputting printer comprising wherein said controller determines the storage 
format for the job image data used for the second output session onward in 
accordance with the results of the detection by said detection unit (Teraiima , Fig. 
6 and col. 5, II. 29-50), wherein if data is stored on the external memory, the data 
would require proper formatting by the serial interface circuit for performing serial 
communication for data between the control unit and the external memory. 

1 3. As per claim 5, Utsunomiva , Kizaki and Teraiima teach all the limitations 
of claim 4 as discussed above, where Teraiima further teaches the data 
outputting printer comprising wherein the job is a print job sent from an external 
device, and when the mounting of an expansion memory is detected by said 
detection unit, said controller stores the input job image data in said expansion 
memory as image data resulting from processing in said processing memory, 
and when the mounting of an expansion memory is not detected by the detection 
unit, said controller stores the input job image data in said processing memory in 
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an original format existing prior to its processing in said processing memory 
( Teraiima , Fig. 6; col. 3, 1. 11 to col. 4, 1. 14 and col. 5, II. 29-50), wherein if the 
external memory is detected, the data is stored in the external memory after 
being properly processed by being formatted for serial communication and if the 
external memory is not detected, data is stored in the RAM without implementing 
the serial formatting. 

14. As per claim 6, Utsunomiva , Kizaki and Teraiima teach all the limitations 
of claim 1 as discussed above, where Utsunomiva further teaches the data 
outputting printer comprising at least one compression/decompression unit (i.e. 
compression/expand unit) that compresses data and decompresses compressed 
data (Utsunomiva , col. 2, II. 8-67 and col. 7, II. 22-32). 

1 5. As per claim 7, Utsunomiva , Kizaki and Teraiima teach all the limitations 
of claim 6 as discussed above, where Utsunomiva further teaches the data 
outputting printer comprising wherein said expansion memory stores data 
compressed by said at least one compression/decompression unit ( Utsunomiva , 
col. 2, II. 8-67 and col. 7, II. 22-32), wherein data are compressed before being 
stored. 

16. As per claim 9, Utsunomiva , Kizaki and Terajima teach all the limitations 
of claim 8 as discussed above, where Utsunomiva and Teraiima further teach the 
data outputting printer comprising wherein when said detection unit detects that 
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the expansion memory is mounted, said controller stores the image data used for 
printing of a second copy onward in said expansion memory, and when said 
detection unit detects that an expansion memory is mounted, said controller 
stores the image data used for printing of the second copy onward in said 
processing memory (Utsunomiva . Fig. 2-3 and Teraiima . Fig. 3 and col. 3, 1. 11 to 
col. 4, 1. 14). 

17. As per claim 10, Utsunomiva , Kizaki and Teraiima teach all the limitations 
of claim 9 as discussed above, where Utsunomiva and Teraiima further teach the 
data outputting printer comprising wherein if it is detected by said detection unit 
that the expansion memory is mounted, said controller prints out the first copy 
using the image data processed in said processing memory ( Utsunomiva , Fig. 2- 
3 and Teraiima , col. 3, 1. 1 1 to col. 4, 1. 14). 

1 8. As per claim 1 1 , Utsunomiva , Kizaki and Teraiima teach all the limitations 
of claim 8 as discussed above, where Teraiima further teach the data outputting 
printer comprising wherein said controller determines a storage format for image 
data used for the second copy onward in accordance with the results of the 
detection by said detection unit (Teraiima , Fig. 6 and col. 5, II. 29-50), wherein if 
data is stored on the external memory, the data would require proper formatting 
by the serial interface circuit for performing serial communication for data 
between the control unit and the external memory. 
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19. Claims 12-13 repeat the limitations of claims 6-7 and are therefore 
rejected accordingly. 

20. As per claims 14, Utsunomiva teaches a printer, comprising: 

a receiving unit (input/output module 3000 of Fig. 3) that receives print 

jobs; 

a work memory (RAM 1037 of Fig. 3) that includes a storage area (Fig. 3, 
ref. 1032, 3007) used for storing image data, as well as a processing area (Fig. 
3, ref. 3008, 3009) used for processing (process by converting) image data to 
raster images for received print jobs (Fig. 3 and col. 5, II. 40-67); 

a printer unit (printer 1030 of Fig. 3) that prints image data after it has 
been processed in said processing area during (col. 5, I. 40 to col. 6, I. 44); 

a mounting unit used for mounting an expansion memory (external 
memory 1043 of Fig. 2 ) used for data storage (HD 1043 of Fig. 3), wherein the 
hard drive is mounted as external memory for storing print data (col. 5, II. 5-16); 

a controller (printer controller 1031 and memory controller 1044 of Fig. 2) 
that, where the print job is a job in which multiple copies of identical images are 
to be printed (e.g. multiple-copy print) (col. 5, II. 17-32; col. 6, II. 20-44 and col. 8, 
II. 28-40), printing out a fist copy, a second copy and onward of the image data 
processed in said work memory or from an expansion memory. 

Utsunomiva does not teach the printer, comprising: 

a detection unit that detects whether an expansion memory has been 
mounted to said mounting unit; and 
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the controller that, 

(i) and when said detection unit detects that an expansion memory 
is mounted, prints out a first copy of the image data processed in said 
work memory and stores the image data stored in said work memory in 
said expansion memory and executes printing for a second copy onward 
via the printer unit using the image data stored in said expansion memory, 
and 

(ii) when said detection unit detects that an expansion memory is 
not mounted, executes printing for the second copy onward via the printer 
unit using the image data stored in said work memory. 

Kizaki teaches an image forming apparatus such as a digital copier, a 
facsimile machine, a printer, and a scanner ([0002]) comprising a data 
input/output control unit (Fig. 6, ref. 600) implementing multiple copies as a first 
copy is stored in and output from a primary memory device (semiconductor 
memory) (Fig. 6, ref. 606) and a second and following copies are stored in and 
output from the secondary memory device (hard disk drive: HDD) (Fig. 6, ref. 
607)([0117]-[0118]); 

Utsunomiva and Kizaki are analogous art because they are from same 
field of endeavor as both are associated with printing of data via a printer. 

It would have been obvious to one of ordinary skill in this art, at the time of 
invention was made to include Kizaki 's printing of the first copy from the primary 
memory device and the second and following copy from the secondary memory 
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device into Utsunomiva 's printer. The resulting combination of the references 
further teaches the printer comprising the controller that 

prints out the first copy from the primary memory device (i.e. 
semiconductor memory such as the work memory) as the image data is stored in 
the primary memory device; and 

prints out the second and following copies from the secondary memory 
device (i.e. external memory such as the HDD) as the image data is to be stored 
in the secondary memory device for the second and following copies. 

The suggestion/motivation for doing so would have been for the benefit of 
providing efficient transfer of image data concerning the primary memory device 
while using the second memory device having a larger volume as image memory 
(Kizaki, [0014]). 

Therefore, it would have been obvious to combine Kizaki with Utsunomiva 
for the benefit of providing efficient transfer of image data concerning the primary 
memory device while using the second memory device having a larger volume as 
image memory to obtain the invention as specified in claim 14. 

Teraiima teaches a facsimile apparatus with a printing function 
comprising: 

a sensor (Fig. 1 , ref. 1 1 9) utilized for detecting whether or not a external 
memory (Fig. 1, ref. 109) is coupled to the control unit (Fig. 1 and col. 3, I. 11 to 
col. 4, 1. 14); and 
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a controller (Fig. 1 , ref. 101) that selects the storing of the received 
communication data in an internal RAM processing memory (Fig. 1, ref. 115) if 
the sensor does not detect the presence of the external memory (col. 4, II. 14-20) 
and if the external memory is detected to be present, the received 
communication data is to be stored in the external memory (col. 3, 1. 62 to col. 4, 
L 4), and prints the received communication data from either the internal RAM 
processing memory or the external memory, depending where it was stored 
earlier (col. 4, II.. 47-64). 

Utsunomiya and Teraiima are analogous art because they are from same 
field of endeavor as both are associated with the function of printing data. 

It would have been obvious to one of ordinary skill in this art, at the time of 
invention was made to include Teraiima 's sensor into Utsunomiya and Kizaki 's 
printer. The resulting combination of the references further teaches the printer 
comprising: 

the sensor (i.e. detection unit) utilized for detecting whether or not the 
external memory (i.e. expansion memory) has been mounted to said mounting 
unit; 

the controller that, 

when the sensor detect that the external memory is mounted, prints 
out the first copy from the primary memory device (i.e. semiconductor 
memory such as the work memory and the internal RAM) as the image 
data is stored in the primary memory device, and 
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stores the image data in the primary memory device into the 
secondary memory device for implement the print out of the second and 
following copies from the secondary memory device (i.e. external memory 
such as the external HDD); and 

when the sensor detects that the external memory is not mounted, 
prints out the second and following copies utilizing the image data stored 
in the primary memory. 

The suggestion/motivation for doing so would have been for the benefit of 
ensuring that the external memory is properly connected before data transferring 
increasing the data transferring integrity ( Terajima , col. 5, II. 3-9), and further 
more, also provide the benefit of reducing the cost of the printer as memory is 
saved ( Terajima , col. 1, 1. 52 to col. 2, I. 5). 

Therefore, it would have been obvious to combine Terajima with 
Utsunomiva and Kizaki for the benefit of ensuring that the external memory is 
properly connected before data transferring increasing the data transferring 
integrity, and further more, also provide the benefit of reducing the cost of the 
printer as memory is saved to obtain the invention as specified in claim 14. 

21 . As per claim 1 5, Utsunomiva , Kizaki and Terajima teach all the limitations 
of claim 14 as discussed above, where Utsunomiva further teach the data 
outputting printer comprising at least one compression/decompression unit that 
compress image data input from said processing area, decompress compressed 
image data and output decompressed image data to said processing area 
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( Utsunomiva , col. 2, II. 8-67 and col. 7, II. 22-32), since data are compressed 
before being stored, said data must also be decompressed before being printed. 

22. As per claim 16, Utsunomiva . Kizaki and Teraiima teach all the limitations 
of claim 15 as discussed above, where Utsunomiva further teach the data 
outputting printer comprising wherein said expansion memory stores image data 
compressed by said at least one compression/decompression unit (Utsunomiva . 
col. 2, II. 8-67 and col. 7, II. 22-32), wherein data are compressed before being 
stored. 
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V. CLOSING COMMENTS 

Conclusion 

a. STATUS OF CLAIMS IN THE APPLICATION 

The following is a summary of the treatment and status of all claims in the 
application as recommended by M.P.E.P. 707.07(i): 

ad) CLAIMS REJECTED IN THE APPLICATION 

Per the instant office action, claims 1-16 have received a first action on the 
merits and are subject of a first action non-final. 

b. DIRECTION OF FUTURE CORRESPONDENCES 

Any inquiry concerning this communication or earlier communications from 
the examiner should be directed to Chun-Kuan (Mike) Lee whose telephone 
number is (571) 272-0671 . The examiner can normally be reached on 8AM to 
5PM. 

IMPORTANT NOTE 

If attempts to reach the examiner by telephone are unsuccessful, the 
examiner's supervisor, Donald Sparks can be reached on (571) 272-4201. The 
fax phone number for the organization where this application or proceeding is 
assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from 
the Patent Application Information Retrieval (PAIR) system. Status information 
for published applications may be obtained from either Private PAIR or Public 
PAIR. Status information for unpublished applications is available through 
Private PAIR only. For more information about the PAIR system, see http://pair- 
direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll- 
free). If you would like assistance from a USPTO Customer Service 
Representative or access to the automated information system, call 800-786- 
9199 (IN USA OR CANADA) or 571-272-1000. 

April 23, 2007 Chun-Kuan (Mike) Lee 
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